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REMARKS 

Claims 1-12 were filed on October 15, 2003. A first Office Action was mailed on March 
29, 2005. Applicant mailed its Response "A" under 37 C.F.R. §1.111 on August 16, 2005, 
which amended Claims 1-4 for clarification and added new Claims 13-17, which were based 
upon previously submitted Claims 3-5. Claims 1-17 are now pending in this application. 

A second Office Action was mailed on November 28, 2005, wherein the Examiner 
allowed Claims 15-17. Claims 1 and 2 were rejected under 35 USC §1 02(b) as being anticipated 
by United States Patent No. 6,425,593 issued to Fabris, et al. ("the Fabris '593 patent"). Claims 
3, 4, 6-8, 13, and 14 were rejected under 35 USC §103(a) as being unpatentable over the Fabris 
'593 patent in view of United States Patent No. 6,712,393 issued to Philipps ("the Philipps '393 
patent"). Claim 5 was objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Applicant has considered the Office Action and has amended the Claims. Specifically, 
based upon these amendments and the following remarks, Applicant respectfully submits that 
Claims 1-14 are now in condition for allowance. 

OBJECTIONS TO THE DRAWINGS 

The Examiner has objected to the drawings under 37 CFR § 1.83(a) for failing to show 
every feature of the invention specified in the claims. More particularly, Examiner has objected 
to the drawings stating that "a pair of vertically disposed cross-brace structures" of Claims 4 and 
14 were different from the "vertically disposed brace structure of Claim 1" and were not shown 
in the drawings. Applicant has amended Claims 4 and 14 to reflect the proper antecedent basis 
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to Claim 1. More particularly, Applicant has amended Claims 4 and 14 to read "a pair of said 
vertically disposed brace structures" in order to clarify that the pair of vertically disposed brace 
structures in Claims 4 and 14 are the same as the vertically disposed brace structures in Claim 1. 
Therefore, FIGS. 9 and 10 of the drawings show "a pair of vertically disposed brace structures" 
at 21 OA and 21 0B as set forth in Claims 4 and 14. As a result, Applicant respectfully submits 
that the objection has been overcome. 

CLAIM REJECTIONS UNDER 35 U.S.C. §102 

The Examiner has rejected Claims 1 and 2 under 35 USC 102(b) as being anticipated by 
the Fabris '593 patent. 

In regards to Claim 1, the Examiner states that the Fabris '593 patent discloses a frame 
structure for a vehicle trailer including "...a pair of spaced-apart, parallel transverse cross 
members (single elements 12 A', and 128'; see Figure 3)... and a vertically disposed brace 
structure (12A\ left side of Figures 3 & 4, ie., cross member above 42) extending between and 
being attached to said main members and to a pair of hangers (24; see Figures 6) . . Examiner 
has indicated that the cross member 12 A 1 of the Fabris '593 patent is both a transverse cross 
member and a vertically disposed brace structure. 
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It is improper for the Examiner to cite one element in the Fabris 6 593 patent and to then argue 
that element anticipates both a transverse cross member and a vertically disposed brace structure 
when it clearly does not. A patent cannot anticipate an invention simply by possessing identically 
named parts, unless these parts also have the same structure or otherwise satisfy the claim 
limitations, and were understood to function in the same way by one skilled in the art. Applied 
Medical Resources Corp. v. U.S. Surgical Corp., 147 R3d 1374, 1380, 47 U.S.P.Q.2d (BNA) 
1289 (Fed. Cir. 1998). Applicant agrees that 12A' of the Fabris c 593 patent discloses a 
transverse cross member. However, it is apparent that this single element does not also disclose 
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a vertically disposed brace structure. Therefore, the Examiner's rejection of Claim 1 is 
improper. 

Additionally, the Examiner states that Claim 2 is also anticipated by the Fabris '593 
patent because "the second of the double members 12 A' can be considered a horizontally 
disposed brace structure as it extends horizontally." Thus, Examiner is arguing that 12 A' is not 
only a transverse cross member and a vertically disposed brace structure, but is also a 
horizontally disposed brace structure. As before, 12 A 1 does not teach a horizontally disposed 
brace structure. One skilled in the heavy-duty vehicle subframe art would understand that the 
Fabris transverse cross member unequivocally does not also function as vertical and horizontal 
cross braces. Such reliance by the examiner is clearly improper in arguing anticipation under 
102(b). Moreover, because Claim 2 depends directly from allowable Claim 1, Claim 2 is also in 
condition for allowance. 

Furthermore, Applicant's invention is directed to a vertical bracing structure that is 
attached to a pair of main members and also to a pair of hangers. There is a distinct difference 
between the attachment of the vertically disposed brace structure of Applicant's invention that 
extends downwardly to attach to the hangers that are located below the bottom plane of the main 
members and the attachment shown in the Fabris '593 patent. This is important because the 
vertically disposed bracing structure of Applicants invention reacts the lateral loads of the hanger 
directly to the opposite side of the slider frame, thus resulting in a more efficient reaction of 
those lateral loads. The structure disclosed in the Fabris '593 patent, on the other hand, reacts 
lateral loads from the hanger first upwardly via the winged portion of the hanger and then into 
the transverse cross member 12 A' which then reacts those loads to the frame of the vehicle. 
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Because the Fabris '593 patent does not show attachment of a vertically disposed brace structure 
to a pair of hangers , it cannot anticipate Applicant's invention. 

CLAIM REJECTIONS UNDER 35 U.S.C. §103 

The Examiner also rejected Claims 3, 4, 6-8, 13, and 14 under 35 USC §103(a) as being 
unpatentable over the Fabris '593 patent in view of the Philipps '393 patent. The Examiner 
further rejected Claims 9-12 under 35 USC 103(a) as being unpatentable over the Fabris '593 
patent in view of the Pierce '489 patent. 

As claims 3, 4, 6-8, 13, 14, and 9-12 all depend either directly or indirectly from 
allowable Claim 1, those claims are now also in condition for allowance. 

OBJECTIONS TO CLAIM 5 

Additionally, the Examiner has objected to Claim 5 as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. However, this point is moot as it was 
previously raised in the First Office action and Applicant has incorporated Claim 5 and all of the 
intervening limitations into Claim 17, which the Examiner has allowed. 

THE DESIGNATION OF THE OFFICE ACTION AS FINAL IS IMPROPER 

The Examiner had relied on the Pierce '489 patent and the Reyco Granning, Class 40, 
Tradeshow Advertising Material for prior rejections, and switched to the Fabris '593 Patent for 
the final rejection in the Office Action mailed on November 28, 2005, relying on the Fabris '593 
Patent for the first time. Applicant respectfully submits that the finality of the rejection based on 
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the Fabris '593 Patent is premature, and therefore the finality of the Office Action should be 
withdrawn. 

Applicant believes that the finality of the rejection is premature for the following reasons. 
First, as noted in MPEP §706.07(a), actions on the merits shall be made final "except where the 
Examiner introduces a new ground of rejection that is neither necessitated by applicant's 
amendment of the claims nor based on information submitted in an information disclosure 
statement" (emphasis added). Applicant argues that the Examiner's introduction of the '593 
Patent, which previously was not utilized as a ground of rejection in the prosecution of the 
instant application, was not necessitated by Applicant's submission of an IDS or amendment of 
the claims. First, Applicant did not submit a new IDS between the time of the prior Office 
Action mailed on March 29, 2005 and the instant Office Action mailed on November 28, 2005. 
Second, Applicant respectfully submits that the amendment of the claims in Response "A" 
mailed on August 16, 2005, did not trigger the new ground of rejection. Specifically, Applicant 
amended Claim 1 to incorporate an element from former dependent Claim 2, and to clarify Claim 
1. Since the Fabris '593 Patent was not cited by the Examiner for either Claim 1 or former 
Claim 2, Applicant respectfully submits that the amendment to Claim 1 does not provide a basis 
for making the Office Action final. Therefore, on this basis alone, Applicant requests the 
Examiner to withdraw the finality of the rejection as permitted under MPEP §706.07(d). 

For the following additional reasons, either standing alone or in combination with each 
other and/or the reasons set forth above, Applicant believes that the Examiner should withdraw 
the finality of the rejection. 

First, MPEP §706.07 sets forth the issues an Examiner should consider before making a 
rejection final: "Before final rejection is in order, a clear issue should be developed between the 
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examiner and applicant" (emphasis added). This was not done in the instant prosecution. The 
fact that the Examiner raised a new ground of rejection based on the Fabris 4 5 93 Patent for the 
first time in the November 28, 2005 Office Action shows that a clear issue has not been 
developed. 

Further, Applicant filed the instant application on October 15, 2003. The latest Office 
Action mailed on November 28, 2005 stands as the second Office Action in this case. 
Nonetheless, the prosecution of this application has passed the two-and-a-half year mark . As 
noted in MPEP §706.07, "To bring the prosecution to as speedy conclusion as possible and at the 
same time to deal justly by both the applicant and the public, the invention as disclosed and 
claimed should be thoroughly searched in the first action and the references fully applied ..." 
(emphasis added). However, the Examiner has only now, in the second Office Action, applied 
and relied on the Fabris '593 Patent as a reference for a rejection for the first time. Obviously, 
the Fabris '593 Patent was not "fully applied" as required by MPEP §706.07. Again, for this 
reason alone, the finality of the rejection should be withdrawn. 

In addition, MPEP §706.07 goes on to state " Switching ... from one set of references to 
another by the examiner in rejecting in successive actions claims of substantially the same 
subject matter, will likely tend to defeat attaining the goal of reaching a clearly defined issue for 
an early termination , i.e. 9 either an allowance of the application or a final rejection." The 
Examiner clearly has violated this "switching" principle. In all prior Office Actions, the 
Examiner has relied on the Pierce '489 Patent and the Reyco Granning Tradeshow Advertising 
Material, and Applicant made arguments respecting those references in Response "A" (mailed 
August 16, 2005). Then, in the second Office Action, the Examiner now has "switched" to the 
Fabris '593 Patent, despite the fact that the subject matter of the claims has remained 
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substantially the same throughout this prosecution. In so doing, the Examiner has extended the 
prosecution rather than directing it to early termination. 

As further noted in MPEP §706.07, "present practice does not sanction hasty and ill- 
considered final rejections," but that "the applicant who is seeking to define his or her invention 
in claims that will give him or her the patent protection to which he or she is justly entitled 
should receive the cooperation of the Examiner to that end, and not be prematurely cut off in the 
prosecution of his or her application" (emphasis added). Applicant strongly believes that he has 
been prematurely cut off in the prosecution of this application by having a new ground of 
rejection, i.e., the Fabris '593 Patent, raised for the first time and applied without basis for a 
rejection under 35 U.S.C. § 102(b), particularly when Applicant merely amended the Claim 1 to 
clarify the subject matter. Applicant believes that this action on the part of the Office clearly is 
not in keeping with the spirit, if not the letter, of the "cooperation" and aversion to premature 
"cut off addressed in MPEP §706.07. 

MPEP §706.07 also warns that examiners "should never lose sight of the fact that in 
every case the applicant is entitled to a full and fair hearing, and that a clear issue between 
applicant and examiner should be developed, if possible, before appeal." Again, raising a new 
ground of rejection using the Fabris '593 Patent clearly ignores this warning, as well as the 
MPEP admonition that grounds of rejection be "clearly developed to such an extent that 
applicant may readily judge the advisability of an appeal." MPEP §706.07. 

In summary, Applicant respectfully requests the Examiner to withdraw the finality of the 
rejection in the November 28, 2005 Office Action and allow the claims as they stand, including 
Claims 1-14 and previously allowed Claims 15-17. 



Appl. No. 10/686,169 



Amdt. Dated May 26, 2006 

Reply to Office Action of November 28, 2005 

Page 15 of 15 

CONCLUSION 

Applicant was the first to recognize the advantages of combining a vertically disposed 
brace structure that extends between and attaches to a pair of main members and to a pair of 
hangers that depend from and are attached to the main members. By combining the elements as 
Applicant has, a new and unexpected result has been achieved. 

The results produced by Applicant's invention have been long sought after by those 
skilled in the art, but until Applicant's invention the results have been unobtainable. 

In view of the above, it is submitted that the Claims remaining in the application now are 
in condition for allowance and reconsideration of the rejections and objections is respectfully 
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